United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/750.213 



01/02/200-1 



22907 7590 06/13/2008 

BANNER & WITCOFF, LTD. 
1100 13th STREET, N.W. 
SUITE 1200 

WASHINGTON, DC 20005-4051 



Michael L. Vazquez 



O SULLIVAN, PETER G 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/750,213 


Applicant(s) 

VAZQUEZ ET AL. 


Examiner 

Peter G. O'Sullivan 


Art Unit 

1621 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 14 January 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Claims 124-129 are pending in this application. The rejection of claim 124 under 
35 U.S.C. 1 02(b) as anticipated by Raddatz et al. is withdrawn in view of applicants 
amendment. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 124-129 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Raddatz et al., AU 79823/87. Raddatz et al. disclose compounds of formula I useful in 
the treatment of hypertension or hyperaldosteronism. R2 and R4 may be H or alkyl, R3 
may be for example cycloalkylalkyl, alkyl, etc., E may be COO, and Y alkyl. Amino 
compounds, useful as intermediates therefor are disclosed in formula III at the middle of 
page 16. [S- (R*, R*] [3-amino-1-(cyclohexylmethyl)-2-hydroxypropyl] carbamic acid 
1 ,1-dimethylethyl ester is specifically disclosed. The instant invention differs from the 
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teaching of Raddatz et al., in that although compounds overlapping applicants are 
generically disclosed where E is alkyl, the examples show E as H. It would have been 
prima facie obvious at the time the invention was made to one of ordinary skill in the art 
to start with the teaching of the Raddatz et al. and especially in view of close 
compounds already made, to make further disclosed compound of formula III and 
expect them to be useful in making the title compounds of formula I. 
No claim is allowed. 

Any inquiry concerning this communication should be directed to Peter G. 
O'Sullivan at telephone number (571 )272-0642. 
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